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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
30, 2007 has been entered. 

Response to Amendment 

Applicant's amendment of October 30, 2007 does not render the application 
allowable. 

Status of Objections and Rejections 

The objection to the claims 14 and 16 has been withdrawn in view of Applicant's 
amendment. 

The rejection of claims 1 , 4, 5 and 21-24 rejected under 35 USC 1 12, second 
paragraph, is withdrawn in view of Applicant's amendment. 

All other rejections from the previous office action are maintained. 

New grounds of rejection under 35 U.S.C. 103(a) are necessitated by the 
amendments. 
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Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 4 and 21-24 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. Claim 1 requires an under-lapping 
part that overlaps a side edge portion of an adjacent tile. Applicant's original 
specification, see figures 1,2, 6, 12 and 26, shows the under-lapping part 67 (in figure 
26) for the module overlapping the projecting part 1 10a of an adjacent solar cell module, 
and not an adjacent tile. The figures show no overlap of the under lapping part with any 
portion of an adjacent tile, let al.one a lower portion of the adjacent tile. In addition, 
claim 1 requires a projecting part to overlap an adjacent tile, which is supported in figure 
27. However, the combination of an under lapping part overlapping an adjacent tile and 
a projecting part overlapping an adjacent tile is not supported by the specification. 
Furthermore, claim 4's requirement that a projecting part being in noncontact with an 
adjacent tile is not supported in combination with the limitations recited in claim 1 . The 
specification does not describe this configuration and the subject matter is deemed new 
matter. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1,4, 21, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 1 1-200561 , herein referred to as JP '561 , in view of Ouchida et al. 
(U.S. 6,525,264) and Dinwoodie (U.S. 5,505,788). 

Regarding claims 1 and 4, JP '561 teaches a solar cell module comprising 
photovoltaic cell (2); and a rectangular frame that encompasses the instant base 
member and comprises a ridge-side surface at section (1 D) which projects downward at 
part (13D); an eaves-side surface at section (1C); a trough-side surface at section (13A) 
and an anti-trough-side surface at section (13B) (see Figures 1,2, and 3). The trough- 
side surface at section (13A) has a under-lapping part (12A, 14A, 15A), extending along 
the ridge-side to the eaves-side of the roof and configured to overlap the ridge side 
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edge of an adjacent solar cell module (see Figures 3 and 7). Likewise, the anti-trough- 
side surface at section (13B) has a projecting part (12B, 14B), extending along the 
ridge-side to the eaves-side of the roof and configured to overlap the trough section of 
an adjacent solar cell module (see Figures 3 and 7). Note that a solar cell module is a 
tile and thus, an adjacent solar cell module is also an adjacent tile. The photovoltaic cell 
(2) is mounted such that a lower surface of photovoltaic cell (2) is positioned above and 
is mounted to an upper surface of said rectangular frame (see Figure 2). For example, 
reference sign (3B) in Figure 2 is an upper surface of the frame and the photovoltaic cell 
(2) is mounted such that a lower surface of photovoltaic cell (2) is positioned above and 
is mounted to said upper surface at (3B). A lower surface of, for example, the projecting 
part (12B) of the anti-trough-side contacts an upper edge of a rising wall (11 A) of 
section (13A) which defines the trough section of the adjacent tile or module to seal a 
gap (see Figure 11). 

JP '561 teaches the limitations of the instant claims other than the difference 
which is discussed below. 

JP '561 does not specifically teach the structure of its photovoltaic cell (2), and, 
as such, does not specifically teach the combination of a base member and support 
member recited in instant independent claim 1 or placement of the solar cell on an 
uppermost surface of the base member. 

Ouchida et al. teaches a photovoltaic cell comprising semiconductor layer (402), 
a sealing resin film (403), and a thermal insulation layer (404) (see Figure 12; and col. 
18, lines 23-44). The sealing resin film along with frame (405) is a rectangular base 
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member. The thermal insulation layer (404) corresponds to the instant insulating 
support member (see col. 18, lines 34-44). Ouchida et al.'s photovoltaic cell structure 
provides the advantage of suppressing photo-degradation and providing large output 
(see col. 4, lines 16-19). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have used Ouchida et al.'s photovoltaic cell 
structure for the photovoltaic cell of JP '561 because Ouchida et al.'s photovoltaic cell 
structure provides the advantage of suppressing photo-degradation and providing large 
output (see co. 4, lines 16-19). As seen in Figure 12, Ouchida et al.'s frame, which is 
also a bottomless and topless box, is adapted to receive said insulation layer (104), as 
per instant claim 22. 

Dinwoodie discloses a thermally regulated photovoltaic roofing assembly as 
shown in figure 9. Figure 9 shows the photovoltaic tiles, 902, are configured to be laid 
together with tiles, 904, on the roof of a building. Figures 1 through 8 all show different 
embodiments of the solar cell modules with the solar cells provided on the uppermost 
surface of the base member such that a lower surface of the solar cell is positioned 
above and is mounted to the uppermost surface of the base member. The figures also 
show the use of insulating support members provided on lower surfaces of the base 
members, rectangular base members (shaped as the solar cell modules) with 
downward projected surfaces to mount the module. It would have been further obvious 
to one having ordinary skill in the art at the time the invention was made to place the 
solar cell of JP '561 on the uppermost surface as in Dinwoodie because the specific 
placement of the solar cell is a design choice and the tiles of Dinwoodie show a known 
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design within the art is to place the solar cells on the uppermost surface of a tile base. 
Further, the placement on the uppermost surfaces eliminates any material above the 
solar cell that could shadow the cell and reduce the power output. 

With respect to the limitation that the under lapping part and projecting part is 
continuously, i.e. integrally, provided on a side of the base member, the use of a one- 
piece construction instead of the structure disclose in JP '561 would be merely a matter 
of obvious engineering choice (MPEP 2144.04 V.). Furthermore, it is understood to one 
having ordinary skill in the art that forming the under lapping part and projecting 
member integrally with the base number would simplify the construction and reduce the 
number of parts for assembly. It would have been obvious to one having ordinary skill 
in the art to have formed the under lapping part and projecting part integrally with the 
base member in order to simplify the construction of the solar cell module. 

Regarding claim 4, JP '561 teaches that part of the projecting part 12B is in non- 
contact with the adjacent tile (figure 11). 

Regarding claim 21, JP '561's rectangular frame, which encompasses the instant 
base, is a box that is bottomless, as well as topless. 

Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP '561 
in view of Ouchida et al. and Dinwoodie as applied to claims 1 ,4, 21 , and 22 above, and 
further in view of Nakazima et al. (EP 1071139 A2). 

JP '561 in view of Ouchida et al. and Dinwoodie, as relied upon for the reasons 
recited above, teaches the limitations 23, the difference being that JP '561 in view of 
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Ouchida et al. and Dinwoodie does not specifically teach that the photovoltaic cell has a 
terminal box, and that the terminal box is inserted and mounted in an opening formed in 
the base member. However, the use of a base member that has an opening for 
inserting and mounting a terminal box for a photovoltaic cell is conventional in the art, 
as seen in Figure 1 of Nakazima et al., which has terminal box storage recess (3). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to have modified the module structure of JP '561 in view of Ouchida et al. and 
Dinwoodie so as to include an opening for inserting and mounting a terminal box for the 
photovoltaic cell because such is conventional in the art, as shown by Nakazima et al. 

Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over JP '561 
in view of Ouchida et al. and Dinwoodie as applied to claims 1 ,4, 21 , and 22 above, and 
further in view of JP 2000-174313, herein referred to as JP '313. 

JP '561 in view of Ouchida et al. and Dinwoodie, as relied upon for the reasons 
recited above, teaches the limitations 24, the difference being that JP '561 in view of 
Ouchida et al. and Dinwoodie does not specifically teach that the insulating support 
member, i.e., said thermal insulation layer (404), prevents the base member, i.e., the 
frame, from being deformed when the frame receives the weight of a worker stepping 
on or laying the solar cell module. JP '313 teaches a solar cell module that enables a 
worker to stand on the module when the worker installs and fixes the module, wherein, 
as seen in Figures 8 and 9, the module has a supporter material (23) that permits large 
loading on the module (see also paragraph 0146). It would have been obvious to one of 



Application/Control Number: 10/774,326 Page 9 

Art Unit: 1795 

ordinary skill in the art at the time the invention was made to have provided the solar 
cell module of JP '561 in view of Ouchida et al. and Dinwoodie with the support 
structure as taught by JP '313 because this would provide the solar cell module with 
support that permits large loading on the module, and that enables a worker to stand on 
the module when the worker installs and fixes the module, as taught by JP "313. 

Allowable Subject Matter 

Claims 7 and 14-17 are allowed. The reasons for allowance have been 
discussed in the office action dated August 22, 2007. 

Response to Arguments 

In the arguments presented on page 10 of the amendment, the applicant argues 
that the applied references do not teach or suggest the limitation of an under lapping 
part is continuously provided the base member and also to overlap an adjacent tile, and 
in projecting part is continuously provided on the base member and to overlap the 
adjacent tile. First, applicant's amendment to claim 1 , originally filed May 31 , 2007, has 
introduced new matter to the claim. As noted above, applicant's original specification 
shows the under-lapping part 67 (in figure 26) for the module overlapping the projecting . 
part 1 10a of an adjacent solar cell module, and not an adjacent tile. The figure show no 
overlap of the under lapping part with any portion of an adjacent tile, let al.one a lower 
portion of the adjacent tile. In addition, claim 1 requires a projecting part to overlap an 
adjacent tile, which is supported in figure 27. However, the combination of an under 
lapping part overlapping an adjacent tile and a projecting part overlapping an adjacent 
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tile is not supported by the specification. Furthermore, with respect to the limitation that 
the under lapping part and projecting part is continuously, i.e. integrally, provided on a 
side of the base member, the use of a one-piece construction instead of the structure 
disclose in JP '561 would be merely a matter of obvious engineering choice (MPEP 
2144.04 V.). It is understood to one having ordinary skill in the art that forming the 
under lapping part and projecting member integrally with the base number would 
simplify the construction and reduce the number of parts for assembly. It would have 
been obvious to one having ordinary skill in the art to have formed the under lapping 
part and projecting part integrally with the base member in order to simplify the 
construction of the solar cell module. Finally, it is noted that the "mere existence of 
differences between the prior art and an invention does not established the invention's 
nonobviousness." Dann v. Johnston, 425 US 219, 230, 189 USPQ 257, 261 (1976). 
Applicant's arguments have been fully considered but they are not persuasive. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luan V. Van whose telephone number is 571-272-8521 . 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nam Nguyen can be reached on 571-272-1342. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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